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REMARKS 
CLAMl 

Claim 1 was rejected under 35 U.S,C. § 102(e) as being unpatentable over 
Frederiksen (U.S. Patent Publication 2002/0080186). 

Claim 1 provides a computer-readable medium for a handheld device. The device 
is capable of being held with one hand and has a button that is capable of being actuated by the 
hand that is holding the device. The computer-readable medium has computer-executable 
instructions for performing steps that include receiving an indication that a user has depressed the 
button and determining that the button has been depressed long enough to constitute a context 
menu gesture. A context menu is then displayed on the device in response to the context menu 
gesture. Displaying the context menu comprises determining that a window border is highlighted 
on the display before displaying the context menu and displaying a context menu comprising at 
least one command that is specifically relevant to the highlighted window border rather than 
another area within the window. The context menu is displayed while continuing to display and 
highlight at least a portion of the window. 

Claim 1 is not shown or suggested in Frederiksen because Frederiksen does not 
show or suggest detennining that a window border is highlighted on a display before displaying a 
context menu or displaying a context menu comprising at least one command that is specifically 
relevant to the highlighted window border rather than another area within the window. 

in the Office Action,, paragraph 60 of Frederiksen was cited as showing the step of 
determining that a window border on a display is highlighted before displaying the context menu* 
Applicants respectfiiUy dispute this assertion. The cited paragraph discusses a pop-up window 
46, which is displayed over a "text entry"* display shown in FIG, 4. The cited paragraph makes 
no reference to a highlighted window border or deteoiiining that a window border on a display is 
highlighted before providing the context sensitive pop-up window 46. Instead, it merely states 
that the context sensitive pop-up window 46 contains operations that are allowed in a position 
defined by cursor 43 prior to the depression of the roller body 20. As suchj the cited paragraph 
does not support the Examiner's rejection. 



Further, Frederiksen does not show or suggest displaying a context menu 
comprising at least one command that is specifically relevant to the highlighted window border 
rather than another area within the window while continuing to display and highlight at Ie£^t a 
portion of the window. In the Office Action, paragraph 122 and Table 1 of Frederiksen were 
cited as showing this limitation. Applicants respectfully dispute this assertion. 

Table 1 discusses an idle mode and a listing mode, hi the idle mode, when the 
navigation key 10 is rolled, a phonebook or a last-dialed stack appears. Neither the phonebook 
nor the l^t-dialed stack are said to include at least one command that is specifically relevant to a 
highlighted window border. If the navigation key is pressed during idle mode, a menu pop-up 
window including items of the menu will appear. Once again, there is no indication that the 
menu pop-up window comprises at least one command that is specifically relevant to a 
highlighted window border. In listing mode, a cursor will scroll/browse through items in the list 
when the navigation key is rolled- An item highlighted in the list can be selected by pressing the 
navigation key. If the selection of the item allows the user to select among sub-items, a pop-up 
window including the sub-items will appear in the window. 

The list of submenu items cannot be construed as the context menu of claim 1 
because it does not continue to display and highlight at least a portion of the window as required 
by claim L Instead, the context submenu completely replaces the previous menu including the 
highlighted item used to select the submenu Ust. This can be seen in FIG. 4 in the second row of 
images, which are discussed in paragraph [0051] where it is indicated that if the user selects the 
Message menu item it causes a new menu list to pop-up as shown in the second display of the 
second row. As indicated in FIG. 4, this second menu list completely replaces the first menu list. 
Note that the background window does not qualify as a highlighted window border, since it is 
not said to have a highlighted window border and since the submenus generated are not shown to 
include a command that is specifically relevant to that window. Instead, the submenu commands 
are specifically relevant to the previous menu command such as "Messages." However, the 
highlighted "Messages" item is completely removed firom the display when the second submenu 
list is provided in Frederiksen. As such, the second submenu list in Frederiksen does not meet 
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the requirements of a context menu as found in claim 1 , As such, claim 1 is patentable over 
Frederiksen, 

CLAIMS 5-8 AND 1M2 

Claims 5-8 and 11-12 were rejected under 35 U.S.C. § 102(e) as being 
unpatentable over Frederiksen. 

Independent claim 5 provides a method of producing a context menu on the 
display of a handheld device. The method determines whether a user has manipulated a button 
on the handheld device to satisfy a context menu gesture requirement. A context menu is 
displayed if the context menu gesture requirement has been satisfied. Displaying the context 
menu involves determining that a window border on the display is highlighted before displaying 
the context menu and displaying a context menu that comprises at least one command that can be 
applied to the highlighted window border rather than an area within the window while displaying 
at least part of the highlighted window. 

Frederiksen does now show or suggest the invention of claim 5 because it does 
not show or suggest determining that a window border on the display is highlighted before 
displaying a context menu and because it does not display a context menu comprising at least one 
command that can be applied to the highlighted window border rather than an area within the 
window while displaying at least part of the highlighted window, 

hi the Office Action, the rectangular borderline 50 of the context menu was cited 
as the highlighted window border. However, since the rectangular borderline 50 is part of the 
context menu, a determination that the window border on the display is highlighted cannot be 
made before displaying the context menu since the context menu has already been displayed. As 
such, the cited paragraph does not show or suggest determining that a window border on a 
display is highlighted before displaying a context menu, 

hi addition, Frederiksen does not show or suggest displayuig context menu 
comprising at least one command that can be applied to the highlighted window border rather 
than an area within ttie window while displaying at least one part of the highlighted window. In 
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the Office Action, paragraph [0011] of Frederiksen was cited as showing this limitation. 
However, paragraph [0011] refers to inputting text as shown in the third, fourth and fifth rows of 
FIG, 8, During such text input, text is added at the location indicated by a cursor 125 by 
highlighting a symbol in a menu 126 and then pressing a selection button. There is no discussion 
of a command that can be applied to a highlighted window border rather than an area within the 
window or a context menu that includes such a command. 

Since Frederiksen does not show or suggest determining that a window border on 
a display is highlighted before displaying a context menu and because it does not display a 
context menu comprising at least one command that can be applied to the highlighted window 
border rather than an area within the window, claim 5 and claims 6-8 and 11-12, which depend 
therefrom, are patentable over Frederiksen. 

CONCLUSION 

Based on the above remarks, claims 1, 5-8, 1 1 and 12 are patentable over the cited 
art. Reconsideration and allowance of the claims is respectfully requested. 

The Director is authorized to charge any fee deficiency required by this paper or 
credit any overpayment to Deposit Account No. 23-1 123. 
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